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DETAILED ACTION 

1. Claims 1-10 have been examined. Claims 1-10 have been rejected. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

3. Claim 4 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. Regarding claim 4, claim 

4 recites, "wherein said simulation outputs a simulation result". The phrase 
"said simulation" appears to lack sufficient antecedent basis. For the 
purpose of claim interpretation, the phrase, "said simulation" is interpreted 
as "said simulation engine". Correction or amendment is required. 

4. Claims 1, 4, 6 and 9 are rejected under 35 U.S.C. 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim 
the subject matter which applicant regards as the invention. The claims 
recite, "simulation engine". The phrase "simulation engine" does not allow 
one to determine the metes and bounds of the claim. For the purpose of 
claim interpretation, the phrase, "simulation engine" is interpreted as "any 
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combination of hardware and/ or software that takes a desired result as 
input and outputs at least one parameter setting for operating equipment to 
achieve a desired result". Correction or amendment is required. 

5. Claim 1 is rejected under 35U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. Regarding claim 1, claim 

1 recites, "a consumable knowledge base". The phrase "consumable 
knowledge base" does not allow one to determine the metes and bounds of 
the claim. For the purpose of claim interpretation, the phrase, "consumable 
knowledge base" is interpreted as "any combination of hardware and/ or 
software that takes as input at least one parameter setting for operating 
equipment to achieve a desired result, and outputs a consumable selection 
for use in the equipment to achieve a desired result". Correction or 
amendment is required. 

Claim Rejections - 35 USC §101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

7. Claims 1-5 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. The claimed invention 
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appears to be directed to an abstract idea, and does not appear to produce a 
concrete and tangible result. 

8. Claims 6-10 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. The claimed invention 
appears to be directed to an abstract idea, and does not appear to produce a 
concrete and tangible result. 

Claim Rejections - 35 USC §102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the applicant for a 
patent 

10. Claim 1 is rejected under 35 U.S.C. 102(a) as being anticipated by 
XeroxReferenceGuide ("Xerox Document Centre Reference Guide", February 
2000, Xerox Corporation). 

10.1. XeroxReferenceGuide appears to teach a simulation engine, said 
simulation engine receiving a desired result and outputting at least one 
parameter setting for operating the equipment to achieve the desired 
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result /page 4-9, paragraphs 2, 3, and 4. Paragraph 2 starts with 
"When Auto Paver . . .») . 

10.1.1. Regarding (page 4-9, paragraphs 2, 3, and 4. Paragraph 
2 starts with "When Auto Paper . . ."J ; it is inherent in the device 
that a simulation engine receives the desired result of "auto paper" 
and outputs image size settings as output parameter settings in 
order to operate the equipment to achieve the desired result. 

10.2. XeroxReferenceGuide appears to teach a consumable knowledge base, 
said consumable knowledge base receiving said at least one parameter 
setting and outputting a consumable selection for use in said equipment 
to achieve the desired result (page 4-9* paragraphs 2, 3, and 4. 
Paragraph 2 starts with "When Auto Paper . . .") . 

10.2.1. Regarding (page 4-9, paragraphs 2* 3, and 4. Paragraph 
2 starts with "When Auto Paper . . ."J ; it is inherent in the device 
that a consumable knowledge base receives the image size settings 
and outputs a selected paper size for use in the equipment to 
achieve the desired result. 

11. Claim 2 is rejected under 35 U.S.C. 102(a) as being anticipated by 

XeroxReferenceGuide ("Xerox Document Centre Reference Guide", February 
2000, Xerox Corporation). 
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11.1. Claim 2 is a dependent claim of claim 1, and thereby inherits all of 
the rejected limitations of claim 1. 

11.2. XeroxReferenceGuide appears to teach that the system is in 

r 

communications with the equipment and the system communicates the 
at least one parameter setting to the equipment for setting the 
equipment according to the at least one parameter (page 3-2* element 
label that starts "Touch the Screen . . . ") , 

1 1.2. 1. Regarding (page 3-2* element label that starts "Touch the 
Screen . . . ") \ it is inherent in the construction of the equipment 
that the system communicates the at least one parameter setting to 
the equipment for setting the equipment according to the at least one 
parameter. 

12. Claim 4 is rejected under 35 U.S.C. 102(a) as being anticipated by 

XeroxReferenceGuide ("Xerox Document Centre Reference Guide", February 
2000, Xerox Corporation). 

12.1. Claim 4 is a dependent claim of claim 1, and thereby inherits all of 
the rejected limitations of claim 1. 

12.2. XeroxReferenceGuide appears to teach that the simulation outputs a 
simulation result (page 4-9* paragraphs 2* 3* and 4. Paragraph 2 
starts with "When Auto Paper ...") . 
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12.2. 1. Regarding (page 4-9* paragraphs 2* 3* and 4. Paragraph 
2 starts with "When Auto Paper . . .") ; it is inherent in the device 
that a simulation engine receives the desired result of "auto paper" 
and outputs image size settings as a simulation result. 

13. Claim 6 is rejected under 35 U.S.C. 102(a) as being anticipated by 

XeroxReferenceGuide ("Xerox Document Centre Reference Guide", February 
2000, Xerox Corporation). 

13.1. XeroxReferenceGuide appears to teach receiving the desired result 
into a simulation engine (page 4-9* paragraphs 2, 3* and 4. 
Paragraph 2 starts with "When Auto Paper . . .") . 

13.1.1. Regarding (page 4-9* paragraphs 2* 3, and 4. Paragraph 
2 starts with "When Auto Paper ...") ; it is inherent in the device 
that a simulation engine receives the desired result of "auto paper" 
and outputs image size settings as output parameter settings in 
order to operate the equipment to achieve the desired result. 

13.2. XeroxReferenceGuide appears to teach outputting from the simulation 
engine at least one parameter setting for operating the equipment to 
achieve the desired result (page 4-9* paragraphs 2* 3, and 4. 
Paragraph 2 starts with "When Auto Paper . . .") . 
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13.2.1. Regarding (page 4-9. paragraphs 2. 3. and 4. Paragraph 
2 starts with "When Auto Paper ...") ; it is inherent in the device 
that a simulation engine receives the desired result of "auto paper" 
and outputs image size settings as output parameter settings in 
order to operate the equipment to achieve the desired result. 

13.3. XeroxReferenceGuide appears to teach outputting a consumable 

selection for use in the equipment to achieve the desired result (page 4- 
9, paragraphs 2, 3, and 4. Paragraph 2 starts with "When Auto 
Paper . . ."J . 

13.3.1. Regarding (page 4-9, paragraphs 2, 3, and 4. Paragraph 
2 starts with "When Auto Paper . . ."J ; the selected paper is the 
consumable. 

14. Claim 7 is rejected under 35 U.S. C. 102(a) as being anticipated by 

XeroxReferenceGuide ("Xerox Document Centre Reference Guide", February 
2000, Xerox Corporation). 

14.1. Claim 7 is a dependent claim of claim 6, and thereby inherits all of 
the rejected limitations of claim 6. 

14.2. XeroxReferenceGuide appears to teach setting the equipment 
according to the at least one parameter (page 3-2* element label that 
starts "Touch the Screen ...") . 
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14.2. 1. Regarding (page 3-2, element label that starts "Touch the 
Screen ...") ; it is inherent in the construction of the equipment 
that the equipment is set according to the at least one parameter 
setting. 

Claim Rejections - 35 USC §103 

15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

16. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
XeroxReferenceGuide ("Xerox Document Centre Reference Guide", February 
2000, Xerox Corporation). 

16.1. Claim 3 is a dependent claim of claim 1, and thereby inherits all of 
the rejected limitations of claim 1. 

16.2. XeroxReferenceGuide appears to teach a configuration file for storing 
the desired result (page 4-35, secton labeled "Stored Programming") . 
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16.2.1. Regarding (pa ge 4-35, secton labeled "Stored 

Programming") : it is obvious that the results are stored to a 
configuration file. 

16.3. XeroxReferenceGuide does not specifically teach a configuration file 
for storing the desired result, a reference to the equipment* the at 
least one parameter setting, and the consumable selection , 

16.4. It would have been obvious to one of ordinary skill in the art at the 
time of invention to store a re ference to the equipment, the at least 
one parameter setting, and the consumable selection . 

16.5. The motivation would have been obvious because the additional 
elements would have been needed in order to completely restore the 
state of the equipment settings for operation. 

16.6. Therefore, as discussed above, it would have been obvious to the 
ordinary artisan at the time of invention to produce the invention of 
claim 3. 

17. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
XeroxReferenceGuide ("Xerox Document Centre Reference Guide", February 
2000, Xerox Corporation) in view of Smith (U.S. Patent 6,601,159 Bl). 
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17.1. Claim 5 is a dependent claim of claim 1, and thereby inherits all of 
the rejected limitations of claim 1. 

17.2. The art of XeroxReferenceGuide is directed to the features and 
functions of a Xerox photocopier machine (Title) , 

17.3. The art of Smith is directed to an information support system for a 
photocopier machine (Title of patent) . 

17 A. XeroxReferenceGuide does not specifically teach a process step 
configurator* the process step configurator receiving the desired 
result* the at least one parameter setting and the consumable 
selection and outputting a step-bustep process for achieving the 
desired result . 

17.5. Smith appears to teach a process step configurator (column 8, lines 
45 -55) , the process step configurator receiving the desired result 
(column 6 9 lines 45 - 47; column 9, lines 56 - 60) , the at least one 
parameter setting (column 6, lines 45 - 47; column 9, lines 56 - 60) 
and the consumable selection (column 6, lines 45 - 47; column 9, 
lines 56 - 60) and outputting a step-by-step process for achieving the 
desired result (column 8, lines 45 -55) . 

17.6. The art of XeroxReferenceGuide and the art of Smith are analogous 
art because they are both directed to the art of photocopier functions. 
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17.7. The motivation to use the art of Smith with the art of 
XeroxReferenceGuide would have been obvious because of the benefits 
recited in Smith such as training new users (column 3, lines 35 - 401 
and reducing cost (column 3, lines 51 - 56) . 

17.8. Therefore, as discussed above, it would have been obvious to the 
ordinary artisan at the time of invention to use the art of Smith with the 
art of XeroxReferenceGuide to produce the claimed invention. 

18. Claim 8 is rejected under 35 U.S. C. 103(a) as being unpatentable over 
XeroxReferenceGuide ("Xerox Document Centre Reference Guide", February 
2000, Xerox Corporation). 

18.1. Claim 8 is a dependent claim of claim 6, and thereby inherits all of 
the rejected limitations of claim 6. 

18.2. XeroxReferenceGuide appears to teach storing the desired result to a 
configuration file (page 4-35, section labeled "Stored Programming") . 

18.2.1. Regarding (page 4-35* section labeled "Stored 
Programming 99 ) : it is obvious that the results are stored to a 
configuration file. 



Application/ Control Number: 10/035,996 Page 13 

Art Unit: 2123 

18. 3. XeroxReferenceGuide does not specifically teach storing the desired 
result, a reference to the equipment* the at least one parameter 
setting* and the consumable selection to a configuration file. 

18.4. It would have been obvious to one of ordinary skill in the art at the 
time of invention to store a reference to the equipment* the at least 
one parameter setting* and the consumable selection to a 

configuration file. 

18.5. The motivation would have been obvious because the additional 
elements would have been needed in order to completely restore the 
state of the equipment settings for operation. 

18.6. Therefore, as discussed above, it would have been obvious to the 
ordinary artisan at the time of invention to produce the invention of 
claim 8. 

19. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
XeroxReferenceGuide ("Xerox Document Centre Reference Guide", February 
2000, Xerox Corporation) in view of Smith (U.S. Patent 6,601,159 Bl). 

19.1. Claim 10 is a dependent claim of claim 1, and thereby inherits all of 
the rejected limitations of claim 1. 
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19.2. The art of XeroxReferenceGuide is directed to the features and 
functions of a Xerox photocopier machine (Title) . 

19.3. The art of Smith is directed to an information support system for a 
photocopier machine (Title of patent) . 

19.4. XeroxReferenceGuide does not specifically teach outputtina a step- 
by-step process for achieving the desired result based on the 
desired result, the at least one parameter setting and the 
consumable selection . 

19.5. Smith appears to teach outputting a step-by-step process for 
achieving the desired result (column 8, lines 45 -55) based on the 
desired result (column 6, lines 45 - 47; column 9, lines 56 ■ 601 the 
at least one parameter setting (column 6, lines 45 - 47; column 9, 
lines 56 - 60) and the consumable selection (column 6. lines 45 - 47; 
column 9, lines 56 - 60) . 

19.6. The art of XeroxReferenceGuide and the art of Smith are analogous 
art because they are both directed to the art of photocopier functions. 

19.7. The motivation to use the art of Smith with the art of 
XeroxReferenceGuide would have been obvious because of the benefits 
recited in Smith such as training new users (column 3, lines 35 - 401 
and reducing cost (column 3, lines 51 - 56) . 
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19.8. Therefore, as discussed above, it would have been obvious to the 

ordinary artisan at the time of invention to use the art of Smith with the 
art of XeroxReferenceGuide to produce the claimed invention. 

Conclusion 

20. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Russell L. Guill whose telephone 
number is 571-272-7955. The examiner can normally be reached on 
Monday - Friday 9:00 AM - 5:30 PM. 

21. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Kevin Teska can be reached on 571-272-3716. The 
fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. Any inquiry of a general nature or relating to 
the status of this application should be directed to the TC2100 Group 
Receptionist: 571-272-2100. 
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22. Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 
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